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REPLY BRIEF 

Sir: 

In response to the Examiner's Answer mailed May 28, 2008, Applicants 
reply to the arguments raised by the Examiner as follows. For the reasons set 
forth in the Brief on Appeal and below, it is submitted that the Board should 
reverse the final rejections of claims 1 -2, 4-11, 13 and 14. 

In the analysis, for example, at pages 3-7, the Examiner incorrectly 
indicates certain claimed subject matter is present in the prior art. The scope 
and content of the prior art is believed to be accurately described at pages 22-25 
of Applicants' Brief on appeal. 
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The Examiner maintains that the Bickle et al. and Rosenberg 
publications and the Carter et al. and Dreyer et al. patent show all of the claimed 
limitations of claim 1 . Applicants respectfully submit that this conclusion is simply 
incorrect. 

For example, contrary to the Examiner's assertions, the Carter et 
al. patent provides no suggestion of hardware instructions, as taught and claimed 
by applicants. Applicants respectfully submit that Rosenberg teaches 
conventional breakpoints, and that Rosenberg does not teach any "special 
hardware instruction", nor any equivalent hardware instruction. The combined 
teachings of the Bickle, Rosenberg, Dreyer et al., and Carter et al. references 
cannot be interpreted as being equivalent to or as suggesting the steps recited in 
claim 1 of inserting a start breakpoint instruction and a stop breakpoint instruction 
in hardware instructions; executing said hardware instructions and suspending 
processing of said hardware instructions responsive to executing said start 
breakpoint instruction; and responsive to executing said start breakpoint 
instruction generating a processor interrupt for entering interrupt handler 
instructions and calling breakpoint instructions, and that said breakpoint 
instructions generating a start processing instruction to return processing from 
said interrupt handler instructions to the hardware instructions and starting said 
defined set of hardware counters, responsive to said generated start processing 
instruction, taught and claimed by applicants. 

Claims in an application should be given their broadest reasonable 
interpretation consistent with the specification, and the claim language should be 
read in light of the specification as it would be interpreted by one of ordinary skill 
in the art. It is the prior art itself, and not the applicants' disclosure, that must 
establish the obviousness of the claimed subject matter. 
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Contrary to the Examiner's statements, only Applicants teach a 
method, apparatus, and computer program product for implementing breakpoint 
based performance measurement as recited in independent claims 1 , 6, and 1 1 . 

Applicants submit that the prior art provides no teaching, 
suggestion or inference in the prior art as a whole or knowledge generally 
available to one having ordinary skill in the art to achieve the claimed invention, 
as recited in independent claims 1 , 6, and 1 1 . The reason why the artisan would 
have been led to do that which the claims specify as the invention must stem 
from some teaching, suggestion or inference in the prior art as a whole or 
knowledge generally available to one having ordinary skill in the art. 

Applicants respectfully submit that the prior art provides no 
teaching, suggestion or inference to achieve the claimed invention as recited by 
the separately patentable claims 1,4,6, 7, and 1 1 . 
CONCLUSION 

For the reasons set forth here and in the Appeal Brief for Applicant, 
it is submitted that each of claims 1 , 4, 6, 7, and 1 1 is separately patentable and 
the rejections of all the claims 1-2, 4-11, 13, and 14 should be reversed. 
Respectfully submitted, 

S-signature by 

/Joan Pennington/ 

By: Joan Pennington 
Reg. No. 30,885 
Telephone: (312) 670-0736 

July 28, 2008 
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